United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/747,813 



12/29/2003 



22470 7590 07/09/2008 

HAYNES BEFFEL & WOLFELD LLP 
PO BOX 366 

HALF MOON BAY, CA 94019 



WilUam Dubml 



BACHMAN, LINDSEY MICHELE 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
07/09/2008 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 



PTOL-90A (Rev. 04/07) 



KJttiVrXi nvrliyjts OUff Iff fcff Jr 


Application No. 

10/747,813 


Applicant(s) 

DUBRUL ET AL. 


Examiner 

LINDSEY BACHMAN 


Art Unit 

3734 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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Status 

1 )^ Responsive to communication(s) filed on 08 April 2008 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 8 April 
2008 has been entered. 



Response to Arguments 

Applicant's arguments filed 8 April 2008 have been fully considered but they are 
not persuasive. 

Regarding the rejection under 35 U.S.C. 102(a) under Tsugita'544, Applicant 
argues that the membrane (514) of Tsugita does not have any effect on the permeability 
of the vessel occluding element (513). The claimed phrase "a membrane contacting the 
braded element so that the braided element is substantially impermeable when in the 
radially expanded state." is being treated as a product by process limitation, and 
because there is a membrane contacting the braided element and the braided element 
is substantially impermeable, the limitations of the claim are met by Tsugita'544. As set 
forth in MPEP 21 13, product by process claims are not limited to the manipulation of the 
recited steps, only the structure implied by the steps. Once a product appearing to be 
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substantially the same or similar is found, a 35 USC 102/103 rejection may be made 
and the burden is shifted to applicant to show an unobvious difference. 

Regarding Applicant's arguments that Tsugita'544 does not discloses a braided 
member, this is not convincing because the combination of 513 and 551 are considered 
braided because they are shown overlapping to form a weave in Figure 31 . However, 
even if it this is not convincing, the claim is rejected in the alternative under 35 U.S.C. 
103(a) as being obvious over Evans, as discussed in the rejection below. 

Regarding newly added claims 78-81, the expandable elements (90, 91) taught 
by Barbut read on the claim limitations because in their expanded state they partially 
occlude the vessel. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the Invention is not identically disclosed or described as set 
forth In section 102 of this title, If the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 22 and 75 are rejected under 35 35 U.S.C. 102(a) as being 

anticipated by Tsugita et al. (US Patent 6,231,544) or, in the alternative, under 35 

U.S.C. 103(a) as obvious over Tsugita'544 in view of Evans et al. (US Patent 

5,540,658). 

Claim 22 and 75: Tsugita teaches a device that contains a catheter (50) having a 
proximal and distal end; an expandable and contractible vessel-occluding element (513 
shown in Figure 31 ) positioned near the distal end of the catheter (regarding 
"expandable and contractible", Tsugita discloses the use of a self-expanding foam in the 
balloon 514 in column 30, lines 19-29 and later teaches that the self-expanding foam 
can be used to expand and contract the balloon and therefore the device in combination 
with a vacuum attaching in column 30, lines 49-61). The vessel-occluding element 
contains a braided element (combination of 513 and 551 are considered braided 
because they are shown overlapping to form a weave in Figure 31) and a membrane 
(514) that is in contact with the braided element. The braided element is impermeable 
when in the expanded state (column 30, lines 19-29). The vessel-occluding element is 
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funnel shaped (see Figure 31) and has an opening for receiving material (see Figure 
31). 

If it is not convincing that the combination of elements 513 and 551 of 
Tsugita'544 are braided, it would have been obvious to use a braided element because 
it is old and well known to do so, as shown for example by Evans'658, who teaches that 
it is known to cover a braided mesh (28) with an impermeable membrane (column 6, 
lines 47-67). Further, Evans'658 teaches that the membrane can be programmed to 
expand and contract with the mesh in a predictable way. The claim would have been 
obvious because a particular known technique was recognize as part of the ordinary 
capabilities of one skilled in the art. 

Claims 23, 24, 76 and 77-81 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tsugita'544, as applied to Claims 22 and 75, in view of Barbut 
et al. (US Patent 5,662,671). 

Tsugita'544 teaches the limitations of Claims 23, 24, 76 and 77 except for a 
second expandable and contractible element that is extendable from the distal end. 

Barbut'671 discloses a second expandable and contractible element (90, 91 ) 
positionable and extendable from the catheter distal end (see Figure 21 and column 18, 
lines 62 to column 1 9, line 1 2) because they help center the catheter device in the 
vessel. The second expandable and contractible element is a balloon (column 18, lines 
53-57) that partially occludes the blood vessel when in the expanded state. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 



Application/Control Number: 10/747,813 Page 6 

Art Unit: 3700 

to modify the device taught by Tsugita'544 with the expandable balloon in order to help 
center the device in the vessel. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LINDSEY BACHMAN whose telephone number is 
(571)272-6208. The examiner can normally be reached on Monday to Thursday 7:30 
am to 5 pm, and alternating Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jackie Ho can be reached on 571-272-4696. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/L. B./ 

Examiner, Art Unit 3734 
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/(Jackie) Tan-Uyen T. Ho/ 

Supervisory Patent Examiner, Art Unit 3773 



